The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clainms 21,
23, 25 to 31, 34 to 38, 40 to 42 and 44 to 46. Cains 32, 33,
39 and 43 were also finally rejected, but the exam ner states
on page 2 of the answer that clains 32 and 33 are all owed, and
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clains 39

and 43 were cancel ed by an anmendnent filed with appellant’s
brief.

The invol ved invention generally concerns nedi cal devices
made of shape nenory alloys (SMA) which display the property
of stress-induced martensite (SIM?! The particul ar subject
matter in issue is defined by the clainms on appeal, which are
reproduced in Appendi x A of appellant’s brief.

The references applied in rejecting the clainms on appeal

are:
Foster, Jr. 4, 485, 805 Dec. 4,
1984
Bal ko et al. (Bal ko) 4,512, 338 Apr. 23,
1985
M ddl enan et al. (M ddl enan) 5,231, 989 Aug.
3, 1993

(filed Feb. 15,
1991)

Schet ky, Shape- Menory Alloys, 20 Kirk-OQ hner Encycl opedi a of

At the oral hearing counsel for appellant pointed out
that the statement in the first paragraph on page 13 of the
brief, to the effect that appellant’s nenory all oy el enment
does not require treatnment to obtain SIM properties, is
i ncorrect.



Appeal No. 1999- 2649
Appl i cation 08/483, 291

Chem cal Technol ogy 726-736 (3d Ed. 1982).°2
The appealed clains stand finally rejected on the

fol |l ow ng grounds:

(1) dains 21, 23, 25 to 31, 34 to 38, 40 to 42 and 44 to 46,
unpat ent abl e over Bal ko in view of Kirk-Q hnmer and Foster,
under 35 U. S.C. § 103(a).

(2) dains 21 and 23, unpatentable for obviousness-type
doubl e pantenting over clains 1 and 2 of M ddl eman.

(3) dainms 21 and 23, unpatentable over M ddl eman under either
35 U.S.C. §8 102(e) or 103(a).

Rej ection (1)

Bal ko di scl oses a nedi cal device in which an el enment such
as wire elenent 24 or 34 is carried within a sheath 20 or 36
and is released fromthe sheath at a desired position in a
vessel 16, 30 or other body channel. The elenent is made of

an SMA, such as Nitinol, which has a martensite transformati on

2 The exam ner incorrectly refers to this reference as
“Seader”, which is the nane of the author of a preceding
entry. W will refer to it in this decision as “Kirk-Q hner.”
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t enper at ure somewhat bel ow or about body tenperature (37EC).
The tenperature of the elenent is maintai ned bel ow t he
transformation tenperature until it is in position, as by
using an insulating sheath. Wen the elenent is released from
the sheath it is warnmed by the body tissue to a tenperature
above its martensite transformation tenperature, and reforns
intoits coiled form(col. 4, lines 13 to 27). Bal ko does not
di scl ose that the SMA used displays SIM but the exam ner,
citing Kirk-Qthmer page 731, lines 13 to 20 [sic: 14 to 21],
and page 733, line 6, takes the position that Nitinol can
exhibit SIM (superelastic) properties, and therefore that the
Ni tinol disclosed by Bal ko would i nherently have SIM
properties at about body tenperature.

The cited portion on page 731 of Kirk-OQ hner reads:

The other property peculiar to marnmem all oys is

the ability under certain conditions to exhibit

superel astic behavior. Al though in one sense, the 3-

8% apparently recoverable strain of the menory

effect is truly an extended or pseudoel astic

behavi or, an even further elastic range is possible.

VWhen many of the martensitic alloys are defornmed

wel | beyond the point of the initial single-

coal esced martensite stage, a stress-induced

martensite-martensite transformati on can occur. In

this node of deformation strain is reversible
t hrough stress rel ease and not by a tenperature-
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i nduced phase change, and recoverable strains as
hi gh as 17% have been observed.

Page 733, line 6, states that an early nedi cal device (an
orthodontic brace) “exploits the superel astic behavi or of
Nitinol.” W do not read these portions of Kirk-O hnmer as
disclosing that all N tinol exhibits superelastic (SIM
properties, but only that “many” of the martensitic alloys do
“when deformed well beyond the point of the initial single-
coal esced nartensite stage.” This is consistent with the
declaration of Dr. M ddleman® a coinventor of the above-
listed 989 patent, that (para. 11, pages 3 to 4):

Al t hough nitinol can exhibit the properties of an

SIMmaterial it can do so only if it undergoes a

treatnent process to make it exhibit the properties

of an SIMmaterial. This process requires an

extensive, tinme consum ng and expensive procedure.

In basing a rejection on the ground that the prior art

woul d i nherently possess a cl ainmed property, the exam ner

bears the initial burden of establishing a prima facie case,

as by showi ng that the clainmed and prior art products are

i dentical or substantially identical or are produced by

*Decl aration of Dr. Lee Mddl eman under 37 CFR § 1. 132,
dated Feb. 2, 1998, filed Mar. 18, 1998.
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identical or substantially identical processes. See, e.49., |In
re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA
1977). In the present case, we consider the exam ner’s
statenent on page 8 of the answer that “both of Bal ko and
[the] instant application use the nitinol alloy” to be overly
broad. Bal ko specifically discloses the use of SMAs,
particularly nickel-titaniumalloys (nitinol), which
“conpletely recover to their original shape on being raised to
a higher tenperature” (col. 3, lines 37 to 39), whereas

appel  ant di scl oses the use of SMAs which display SIM
properties, i.e., in which the shape change is “mechanically,
rather than thermally, actuated and controlled”

(specification, page 8, lines 13 to 16). The alloy preferred
by appellant is nickel-titani umvanadium as disclosed in Quin
Pat ent No. 4,505,767 (id., page 8, lines 22 to 24). As shown
by Kirk-OQ hmer and the M ddl eman decl aration, nitinol does not
exhibit SIMproperties unless it receives additional

treatnent, of which there is no suggestion in Bal ko. W

t herefore conclude that the exam ner has not nade out a prim

facie case that the SMAs di scl osed by Bal ko would inherently
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di splay SIM properties.

The Foster patent contains no disclosure concerning SMAs,
and was cited by the exam ner only as evidence of the
obvi ousness of using a guide wire (recited in clains 21, 37
and 38). In the view we take of this case, further
consi deration of Foster is unnecessary.

Each of independent clains 21, 26, 31 and 34 requires, in
varyi ng | anguage, a nenory alloy elenent (claim?2l) or a stent
(clainms 26, 31 and 34) fornmed at |east partly froman all oy
whi ch di spl ays SI M behavi or.

In view of the foregoing discussion, the conbination of
Bal ko and Kirk-OQ hner woul d not have suggested or rendered
obvious these limtations.

Moreover, claim 21, for exanple, additionally recites
“wherein the alloy is selected so that the transfornmation can
occur wi thout any change in tenperature of the placenent

device or the nenory alloy elenent,” and simlar limtations
are contained in the last three lines of claim?26, the | ast
six lines of claim31, and the last two |ines of claim34.

Even if it were to be assuned that the nitinol disclosed by
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Bal ko woul d exhibit sone SIMproperties, these limtations
woul d not be met because Bal ko does not teach transformation
wi t hout a change in tenperature, but rather, Balko' s entire
di sclosure is directed toward using an alloy which wll
transform when the tenperature rises from bel ow body
tenperature to body tenperature (or when otherw se heated, see
col. 5, lines 57 to 67).

Accordingly, rejection (1) will not be sustai ned.

Rej ection (2)

The exam ner asserts that clainms 21 and 23 are obvi ous
over claims 1 and 2 of the commonl y-assi gned M ddl eman
patent.* According to the exam ner, the “el ongated tube” of
patent claim 1l corresponds to the “hol |l ow pl acenent device” of
claim 21, “elastic nenber” of patent claiml to the “nmenory
all oy element” of claim 21, and the “strai ghtening nmeans” of

patent claiml1l to the “guide wire” of claim?21.

Appel  ant argues that this rejection should be reversed

“Qur understanding is that the M ddl eman patent and the
present application are both currently assigned to Medtronic,
I nc.
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regardl ess of whether we apply the “one-way test” for

obvi ousness-type double patenting (ILn re Goodman, 11 F. 3d

1046, 1052, 29 USPQR2d 2010, 2015 (Fed. Cir. 1993)), or the

nmore stringent “two-way test” (ILn re Braat, 937 F.2d 589, 593,

19 UsSP@2d 1289, 1292 (Fed. Gr. 1991)). Since we concl ude
that the rejection does not pass the “one-way test,” the
guestion of which test to apply is noot.

Consi dering the | anguage of clainms 1 and 2 of M ddl eman
inrelation to claim21l, we agree with the exam ner that the
“hol | ow pl acenent device” recited in claim?21 is net by the
“elongated tube” recited in claiml, and the “nmenory all oy
el ement” of claim21 finds response in the “elastic nenber”
recited in claim1 (as nodified by claim?2). However, claim
21 further recites “the holl ow pl acenent device stressing the
menory alloy elenent . . . so that the nmenory alloy elenent is
inits defornmed shape,” the “deforned shape” being “when the
alloy is inits stress-induced martensitic state.” There are
no such limtations in clains 1 and 2 of the patent; rather,
claim1l1 recites the opposite, nanely, “the elastic nenber

[menory alloy el enment] being sufficiently stiff to cause the
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di stal segnent [of the elongated tube (claim?21's “holl ow
pl acenment device”)] to bend when the elastic nenber is inits
bent shape,” the “bent shape” being defined in claim2 as
being “when the alloy is inits stress-induced martensitic
state” (col. 17, lines 34 and 35). Since claim2l requires
that the holl ow pl acenent device stresses the nenory el enent
so that it isinits SIMstate, while clains 1 and 2 of the
patent require that the elastic nenber (nenory alloy el enent)
cause the tube (holl ow placenent device) to bend when the
menber is inits SIMstate, i.e., that the tube does not
stress the elastic nenber, we find no basis for concl udi ng
that the quoted Iimtations of claim?21 would be obvi ous over
the structure recited in patent clains 1 and 2, or vice versa.
Rejection (2) therefore will not be sustai ned.

Rej ection (3)

W will not sustain this rejection.
A reference does not qualify as prior art under 35 U S. C
8 102(e)/ 103 unless it is a U S. patent with an effective
filing date prior to the effective filing date of the

application. MPEP 8§ 706.02(a), p. 700-11, col. 1, para. (A

10



Appeal No. 1999- 2649
Appl i cation 08/483, 291

(Feb. 2000); see, e.qg., In re Scheiber, 587 F.2d 59, 199 USPQ

782, (CCPA 1978). Here, appellant asserts at page 31 of the
brief, and the exam ner does not disagree, that the effective
filing date of the clains on appeal is Cctober 14, 1983,° a
date well prior to the February 15, 1991, (effective) filing
date of the M ddl eman patent. Since M ddl eman does not neet
the 8§ 102(e)/ 8 103 prerequisite of having an earlier
effective filing date it does not qualify as prior art under
t hose sections of the statute, regardl ess of the fact that

M ddl enan and the present application have a commbn assi ghee
and different inventive entities, as noted by the exam ner on

page 11 of the answer.

® The filing date of application 06/541,852, the first in
the chain of applications resulting in the present case.
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Concl usi on
The exam ner’s decision to reject clains 21, 23, 25 to
31, 34 to 38, 40 to 42 and 44 to 46 is reversed.

REVERSED

| AN A, CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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| AC: pgg
Jeffrey G Shel don

Shel don & Mak
225 Sout h Lake Avenue Suite 900
Pasadena, CA 91101

13



